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DETAILED ACTION 

Claims 1-16 have been examined and are pending. 

Priority 

The examiner recognizes the applicant's right to an earlier effective filing date of 
6/9/2000 based on priority claims from provisional application 60/210479. 

Information Disclosure Statement 
The IDS submitted by the applicant have been considered by the examiner. 

Drawings 

The drawings are objected to because in Figure 1 , in the figure for "Credential 
Application," part of the text in the figure overlaps with another part of the figure making 
the text hard to read. Also, in Figure 7, the text for item 704 doesn't fit in the figure well; 
the applicant may wish to consider using a smaller sized font or bigger figure to contain 
the text. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

The use of the trademarks InterRights Point, DigiBox, and DigiFile have been 
noted in this application. It should be capitalized wherever it appears and be 
accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

The disclosure is objected to because of the following informalities: in paragraph 
024, the word "in" should be removed. 

Appropriate correction is required. 

Claim Objections 

Claim 1 1 is objected to because of the following informalities: "an certificate" 
should be changed to "a certificate". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2 and 16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Puri et al (US 6,260,043). 
Claim 1: 

Puri discloses a method for managing the use of electronic content, the method 
including: 

1 . Executing an application program, the application program being capable of 
rendering electronic content, the application program having at least a first 
predefined attribute associated therewith (col 7, lines 18-2). 

2. Requesting the application program to render a piece of electronic content, the 
piece of electronic content having at least a second predefined attribute 
associated therewith, and the piece of electronic content further having 
associated therewith at least one rule, the rule specifying that the piece of 
electronic content may be rendered by application programs having the first 
predefined attribute associated therewith (col 4, lines 20-24 and 45-47). 

3. Verifying the association of the second predefined attribute with the piece of 
electronic content (col 4, lines 63-66). 

4. Verifying the association of the first predefined attribute with the application 
program (col 7, lines 60-65). 

5. Rendering the content using the application program (col 5, lines 13-16). 
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Note that in Puri's method, the application program has a predefined attribute in 
that it meets a certain set of criteria that enables it to render electronic contents of 
specific formats. The electronic content itself has a second predefined attribute in the 
form of the file extension or internal structure of the file (col 4, lines 63-66). This 
extension/structure inherently defines a rule specifying that only applications capable of 
rendering files with this extension/structure may render the electronic content. Puri 
discloses that the formats that the application is able to render/convert may be specified 
to be inclusive or exclusive (col 7, lines 60-65). Therefore, at some point the application 
program must check the extension or structure of the file and check to see if it can 
render that specific type of file by verifying its first attribute. 

The examiner would like to note that Puri teaches more than just a file format 
converter. He also teaches that the limitations recited in claim 1 are so broad as to 
apply to other applications that existed at the time the applicant's invention was made, 
i.e. WORD or WordPerfect. The examiner would also like to note that the first and 
second attributes are not limited to the ones explicitly disclosed by Puri. Puri also 
teaches that files inherently have certain attributes associated with them when they are 
created or modified and that programs accessing those files also inherently have the 
attribute that they check for those file attributes when attempting to access those files. 
Claim 2: 

Puri further discloses the first predefined attribute is generated by a first entity 
(col 7, lines 63-66). Puri does not explicitly disclose the second predefined attribute is 
generated by a second entity different from the first entity. However, Puri discloses that 
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a file in WordPerfect format may be converted to WORD format (col 7, lines 20-24), 
thereby disclosing programs which creates files in a certain format. The examiner 
considers the program that created the foreign file format (i.e. WordPerfect) to be a 
different entity than the one specifying the formats that may be converted or rendered 
by the application (i.e. WORD). Therefore, the second predefined attribute is generated 
by a second entity different from the first entity is inherent to Puri's invention. 
Claim 16: 

Puri discloses the step of verifying the presence of the second predefined 
attribute is performed during or after the step of verifying the presence of the first 
predefined attribute (col 8, lines 7-10 and 19-21). " 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Puri et al 

(US 6,260,043) in view of "SDMI Portable Device Specification, Part 1 , Version 1 .0" 

hereafter referred to as "SDMI". 

Claim 3: 

Puri does not disclose the first entity comprises an association of one or more 
content providers, and the first predefined attribute is associated with the application 
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program if the application program meets certain predefined criteria set by the 
association. However, the Secure Digital Music Initiative is an association known at the 
time the applicant's invention was made. The members of the association consist of 
about 200 companies who are electronic content providers. SDMI discloses that an 
application is SDMI-Compliant if it conforms to the requirements set forth in the 
specification published by the members of the Secure Digital Music Initiative (p6, 
definition 3.5). The Secure Digital Music Initiative and its specification shows that 
content providers are interested in security control of their content to the extent of even 
specifying what set of criteria an application must meet before being allowed legally 
access/render the content. They also show that it was possible at the time the 
applicant's invention was made to do provide such control. 

It would have been obvious for one of ordinary skill in the art at the time of the 
applicant's invention was made to modify Puri's method according to the limitation 
recited in claim 3 in light of SDMrs teachings. One of ordinary skill would have been 
motivated to modify Puri's method in light of SDMI's teachings as it would allow content 
providers to have better security and control over their contents. 

Claims 4-5 are rejected under 35 U.S.G. 103(a) as being unpatentable over Puri 
et al (US 6,260,043) in view of "SDMI Portable Device Specification, Part 1, Version 1.0" 
hereafter referred to as "SDMI" further in view of Sullivan et al (US 6,662,365). 
Claim 4: 
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Neither Puri nor SDMI discloses the second entity comprises an entity concerned 
with controlling the nature of the electronic content that is rendered by the application 
program, and the second attribute is associated with the electronic content if the 
electronic content meets certain predefined standards. However, Sullivan discloses that 
at the time the applicant's invention was made, there existed an entity concerned with 
controlling the nature of electronic content, i.e. parents or the MPAA (col 1, lines 16-18). 
Sullivan further discloses that it was well known that television programs use MPAA 
ratings if the program meets certain criteria such as violence being found in the program 
(col 1, lines 33-44). 

It would have been obvious for one of ordinary skill in the art at the time 
applicant's invention was made to further modify the combination method of Puri and 
SDMI in light of Sullivan's teachings according to the limitations recited in claim 4. One 
of ordinary skills would have been motivated to do so as it would allow for the electronic 
content to be rated and for parents to control if their children were allowed to access the 
content or not based on the ratings. 
Claim 5: 

Neither Puri nor SDMI discloses the second entity comprises a private or 
governmental entity that determines whether content is appropriate for minors, and the 
second attribute indicates that the content is deemed to be appropriate for minors. 
However, Sullivan discloses that at the time the applicant's invention was made, it was 
well known that MPAA ratings were used to determine whether the content is 
appropriate for minors (col 1, lines 33-44 and col 8, lines 31-36). 
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It would have been obvious for one of ordinary skill in the art at the time the 
applicant's invention was made to further modify the combination method of Puri and 
SDMI according to the limitations of claim 5 in light of Sullivan's teachings. One of 
ordinary skills would have been motivated to do so for the same reasons as in claim 4. 

Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Puri 
et al (US 6,260,043) in view of "SDMI Portable Device Specification, Part 1, Version 1.0" 
hereafter referred to as "SDMI" further in view of Lion (US 6,330,491). 
Claim 6: 

Neither Puri nor SDMI discloses the piece of electronic content comprises a 
prescription, and in which the first entity associates the first attribute with the application 
program if it is determined that the application program will handle the prescription with 
at least a predefined level of security. However, Lion discloses the piece of electronic 
content comprises a prescription, i.e. Rx (col 3, lines 53-64). Further, Lion discloses an 
Rx vending machine (RVM) which requires that a user be authenticated before it can be 
used (col 4, lines 41-54). Lion also discloses that only RVM's associated with the 
network can be used to fill prescriptions (col 6, lines 10-13). 

In light of how dangerous some prescription medications are, it is especially 
important that the application program which reads digital prescriptions and dispenses 
the medication have some predetermined level of security so that some first entity could 
reasonably entrust it to fill prescriptions safely. It is also important that the identity of 
everyone involved in filling the prescription be verified for safety reasons from the 
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physician issuing the prescription, the pharmacist who fills the prescription, to the 
user/patient who gets the prescription. Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the applicant's invention was made to further modify 
the combination method of Puri and SDMI according to the limitations of claim 6 in light 
of Lion's teachings. One of ordinary skills would have been motivated to do so as it 
would allow for electronic prescriptions to be written and filled in a secure manner. 
Claim 7: 

Neither Puri nor SDMI discloses the predefined level of security includes a 
requirement that the application verify that an application user has a predefined 
certificate before rendering the prescription. However, Lion discloses the predefined 
level of security includes a requirement that the application verify that an application 
user has a predefined certificate before rendering the prescription (col 3, lines 53-64 
and col 5, lines 47-52). 

It would have been obvious for one of ordinary skill in the art at the time 
applicant's invention was made to further modify the combination method of Puri, SDMI, 
and Lion according to the limitations of claim 7. One of ordinary skill would be 
motivated to do so for the same reasons given in claim 6. 
Claim 8: 

Neither Puri nor SDMI discloses the predefined certificate indicates that the user 
is a licensed pharmacist. However, Lion discloses the predefined certificate indicates 
that the user is a licensed pharmacist (col 5, lines 47-52). 
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It would have been obvious for one of ordinary skill in the art at the time 
applicant's invention was made to further modify the combination method of Puri, SDMI, 
and Lion according to the limitations of claim 8. One of ordinary skill would be 
motivated to do so for the same reasons given in claim 6. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Puri et al 
(US 6,260,043) in view of "SDMI Portable Device Specification, Part 1, Version 1.0" 
hereafter referred to as "SDMI" further in view of Lion (US 6,330,491) further in view of 
Hsu et al (US 5,982,898). 
Claim 9: 

Puri and SDMI does not explicitly disclose a certified pharmacist is identified by 
an attribute issued by a third entity different from the first and second entity. However, 
Lion discloses a certified pharmacist is identified by an attribute (col 5, lines 47-52). 
Lion also does not explicitly disclose wherein said attribute is issued by a third entity 
different from the first and second entity. However, independent or third party entities 
which verify a user's identity and issues certificates which authenticates the user to 
other parties were well known at the time the applicant's invention was made as 
disclosed by Hsu (col 1, lines 32-51). 

It would have been obvious for one of ordinary skill in the art at the time 
applicant's invention was made to further modify the combination method of Puri, SDMI, 
and Lion according to the limitations of claim 9 in light of Hsu's teachings. One of 
ordinary skills would have been motivated to do so as it would have resulted in better 
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security and more reliability that a user (i.e. the physician, pharmacist, patient, or some 
other user) is who they claim to be. 

Claims 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Puri et a! (US 6,260,043) in view of "SDMI Portable Device Specification, Part 1, 
Version 1 .0" hereafter referred to as "SDMI" further in view of Sullivan et al (US 
6,662,365) further in view of Lion (US 6,330,491) and Hsu et al (US 5,982,898) 
Claim 10: 

Puri, SDMI, and Sullivan do not disclose the second entity associates the second 
attribute with the prescription if the prescription originated from a certified physician. 
However, Lion discloses a pharmacist verifying the validity of an electronic prescription 
request by contacting the prescribing physician (col 5, lines 26-29). This shows that 
having to verify the physician's identity listed on the electronic prescription was a known 
concern at the time the applicant's invention was made. Further, as mentioned in claim 
9, Hsu discloses that one known way of verifying a party's identity with a reasonable 
degree of confidence is with some sort of certificate issued by an independent party, i.e. 
the second entity (col 1, lines 32-51). 

Therefore, it would have been obvious at the time the applicant's invention was 
made to further modify Puri*s method according to the limitations recited in claim 10 in 
light of Lion and Hsu's teachings. One of ordinary skill would have been motivated to 
do so for the same reasons given in claims 6 and 9. One of ordinary skills would have 
further been motivated to do so because having a second entity associate a second 
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attribute with the prescription gives further confidence that the prescription was checked 
for validity. 
Claim 11: 

Puri, SDMI, and Sullivan do not disclose a certified physician is identified by a 
certificate issued by a third party entity different from the first and second entities. 
However, Lion discloses having to verify a physician's identity (col 5, lines 26-29). 
Further, Hsu discloses that one known way of verifying a party's identity with a 
reasonable degree of confidence is with some sort of certificate issued by an 
independent party (col 1, lines 32-51). 

Therefore, it would have been obvious at the time the applicant's invention was 
made to further modify Puri's method according to the limitations recited in claim 1 1 in 
light of Lion and Hsu's teachings. One of ordinary skills would have been motivated to 
do so for the same reasons given in claim 6. 
Claim 12: 

Puri, SDMI, Sullivan, Lion, and Hsu do not explicitly disclose the second entity 
determines that a prescription originates from a certified physician by checking for the 
presence of the certificate issued by the third entity. However, the step recited in claim 
12 must be done for the second entity to verify that the prescription originated from a 
certified physician. 
Claim 13: 

Puri, SDMI, Sullivan, and Lion do not explicitly disclose the rendering application 
is further associated with a fourth attribute, the fourth attribute attesting to a 
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determination having been made by a fourth entity that the application program 
possesses a predefined functionality. However, Hsu discloses that verification by an 
independent party was well known at the time the applicant's invention was made (col 1, 
lines 32-51). Further, as mentioned previously in claim 3, SDMI teaches that content 
providers are interested in controlling their electronic content and would want to verify 
that an application accessing their electronic content meets certain criteria. 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the applicant's invention was made to further modify Puri's method according to the 
limitations recited in claim 13 in light of Hsu and SDMI's teachings. One of ordinary skill 
would have been motivated to do so because it would allow for assurance to the 
electronic content provider that the application accessing their electronic content meets 
certain criteria. 
Claim 14: 

Puri, SDMI, Sullivan, Lion, and Hsu do not explicitly disclose the predefined 
functionality includes functionality that ensures that the application program verifies the 
presence of the second attribute before rendering the electronic content. However, the 
limitation recited in claim 14 must exist in Puri's modified method. The reason it must 
exist is that as discussed, content providers are interested in controlling their electronic 
content and programs which access those electronic contents. The only way they can 
be assured of this control is if there exists some functionality in the application which 
checks for the presence for the second attribute before rendering the electronic content. 
Claim 15: 
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Puri, SDMI, Sullivan, Lion, and Hsu do not explicitly disclose verifying the 
association between the application and the fourth attribute. However, this limitation 
must exist for the content providers to have reasonable assurance that the application 
accessing their contents has been verified to meet certain criteria. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 . http://www.sdmi.org/who_we_are.htm (last visit 3/7/2005). 

2. http://www.sdmi.org/FAQ.htm (last visit 3/7/2005). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponnoreay Pich whose telephone number is 571-272- 
7962. The examiner can normally be reached on 8:00am-4:30pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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